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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Arnold 
(US 4,113,751). 

3. The instant claims are drawn to a stabilizing agent for a hydroalkoxysilane 
comprising a carboxylate. One such claimed carboxylate is sodium acetate . Applicant 
is advised that the recitation of an intended use (i.e. " for a hydroalkoxysilane ") in the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, it meets the 
claim. Arnold discloses sodium acetate 1 thus meeting all the limitations of the claims. 

4. Claims 1 -1 7 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
WESTMEYER et al (US 6,365,696). 

5. Claims 1-4 are described in the previous rejection. The prior art anticipates 
these claims because it discloses carboxylates such as sodium acetate, sodium 
propionate potassium acetate, and calcium acetate 2 . 



1 See for example the abstract. 

2 See table 2 in columns 7-8. 
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6. Claims 5-1 3 are drawn to a method for stabilizing a hydroalkoxysilane by 
allowing the hydroalkoxysilane to coexist with a carboxylate. Table 2 in columns 7-8 
discloses hydroalkoxysilane (MeC>3)SiH that coexist with multiple carboxylates. The prior 
art fails to clearly state that the hydroalkoxysilane is stabilized by the carboxylates. 
Applicants' attention is directed to Ex parte Novitski, 26 USPQ2d 1389 (BOPA 1993) 
illustrating anticipation resulting from the inherent use, absent a haec verba recitation 
for such utility. It is well settled law that administering compounds inherently 
possessing a protective utility anticipates claims directed to such protective use. 
Arguments that such protective use is not set forth haec verba are not probative, absent 
limitations distancing the proffered claims from the inherent anticipated use. In the 
instant case the hydroxysilanes inherently are stabilized with the carboxylates because 
they coexist together. 

Claims 14-17 are drawn to a composition comprising a hydroalkoxysilane and a 
carboxylate. This composition clearly was taught by WESTMEYER 3 . The composition 
inherently is considered a stabilized composition. It is well settled that a prior art 
reference may anticipate when the claim limitations not expressly found in that 
reference are nonetheless inherent in it. "Under the principle of inherency, if the prior 
art necessarily functions in accordance with, or includes, the claimed limitations it 
anticipates." MEHUBiophile Int'l Corp. V. Miltraum, 192 F.3d 1362, 1365, 52 USPQ2d 
1303, 1305. In this case the word stabilized is assumed to exist in the prior art absent a 
statement to the contrary. 



3 See table 2 in columns 7-8. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel A. Barts whose telephone number is 571-272- 
2870. The examiner can normally be reached on 6:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on 571-272-0871 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Samuel A Barts/ 
Primary Examiner 
Art Unit 1621 

SB 
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